The opinion in support of the decision being entered
today was not witten for publication and is not
bi ndi ng precedent of the Board.
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Bef ore FLEM NG RUGAE ERO and BARRY, Adni nistrative Patent
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FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
clainms 1, 4, 7, 8, 12, 13 and 20. Cdainms 2, 3, 5, 6, 9
t hrough 11 and 15 through 17 were objected to as being
dependent upon a rejected base claim but are indicated as

being al l owabl e by the Exam ner if witten in independent form
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including all the limtations of the base claimand any
intervening clains. Appellant has cancelled these clains and
has pl aced these clainms in a divisional application (Serial
No. 08/573,409). dains 14, 18 and 19 have been cancell ed.
In the Exam ner's answer, dated Decenber 11, 1996, the

Exam ner has withdrawn the rejection of clains 12 and 13.
Therefore, we have before us clains 1, 4, 7, 8 and 20.

The invention relates to a zoom | ens system having five
groups of |lenses which function to prevent inmage shake. On
page 7 of the specification, Appellant discloses that in zoom
| enses having five groups, the displacenent nmeans 1 shown in
Figure 1 for effecting vibration reduction is provided in the
second lens unit.

| ndependent claim1 is reproduced as foll ows:

1. A zoomlens systemw th vibration reduction function
i ncluding, in succession froman object side:

a first lens unit having positive refractive power;

a second lens unit novable along a direction across an
optical axis thereof and having negative refractive power;

athird lens unit;
a fourth Iens unit having positive refractive power;

a fifth lens unit having negative refractive power;
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during focal -1ength change fromthe w de angle end to the

tel ephoto end, spacing between said first lens unit and said
second lens unit being increased, spacing between said second
lens unit and said third lens unit being varied, and spacing
between said fourth lens unit and said fifth lens unit being
decreased; and

a vibration reduction device for noving said second | ens
unit in the direction across said optical axis;

stabilization of an inmage on an i mage pl ane bei ng
acconpl i shed by the novenent of said second |l ens unit caused
by said vibration reduction device.

The Exam ner relies on the follow ng references:

Kitagishi et al. (Kitagishi '602) 4,844,604y 4,
Kitagishi et al. (Kitagishi '868) 4,907, 868r. 13,
Yamazaki et al. (Yanazaki) 4,974, 950 Dec. 4,
Qgawa et al. (Cgawa) 5,042, 927 Aug. 27,
Mar uyanma 5,121, 978 June 16,
Ishii et al. (lIshii) 5-113, 538 May 7,
(Japanese patent application)
Hamano 4- 301, 811 Cct. 26,
(Japanese patent application)
Clains 1, 8 and 20 stand rejected under 35 U S.C. § 103
as bei ng unpatentable over OQgawa in view of Yamazaki. C ains

1, 4, 7 and 20 stand rejected under 35 U. S.C. 8 103 as being
unpat ent -abl e over Ishii in view of Kitagishi '602. 1In
addition, the Exam ner set forth a new ground of rejection in
the Examiner's answer. Thus, clains 1, 4, 8 and 20 stand

rejected under 35 U . S.C. § 103 as bei ng unpat ent abl e over
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Qgawa in view of Kitagishi '602, Yamazaki and Maruyanma. O aim
7 stands rejected under 35 U.S.C. 8§ 103 as being unpatentable
over Ogawa in view of Kitagishi '602, Yamazaki, Maruyanma and
Ki tagi shi ' 868.

Rat her than reiterate the argunents of Appellant and the
Exami ner, reference is nade to the briefs' and answers? for the

respective details thereof.

OPI NI ON
W w il not sustain the rejection of clains 1, 4, 7, 8
and 20 under 35 U.S.C. § 103.
The Exam ner has failed to set forth a prim facie case.

It is the burden of the Exam ner to establish why one having

! Appel lant filed an appeal brief on Septenber 12, 1996.
Appel lant filed a reply brief in response to the new ground of
rejection set forth in the Exam ner's answer on February 11,
1997. The Examiner enters this reply brief and responded with
an Exam ner's answer on May 8, 2000. Appellant filed a second
reply brief on July 10, 2000. On August 11, 2000, the
Exam ner mailed an of fice comuni cation stating that the
second reply brief has been considered but no further response
by the Exam ner is deened necessary.

2 The Examiner filed an Exami ner's answer with a new
ground of rejection on Decenber 11, 1996. 1In response to
Appellant's reply brief responding to the new ground of
rejection, the Exam ner filed a supplenental Exam ner's answer
on May 8, 2000.
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ordinary skill in the art would have been led to the clai ned

i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. GCir. 1983). "Additionally, when determ ning

obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable 'heart' of the
invention." Para-Odnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. Cr. 1995),
cert. denied, 519 U S. 822 (1996)

citing W L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d
1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied,
469 U.S. 851 (1984).

In Appellant's appeal brief, reply brief and second reply
brief, Appellant argues that it would not have been obvious to
those skilled in the art to conbine the inage stabilization
teachi ngs of the secondary references with the five-unit
nonstabilizing zoom | enses of Ogawa or Ishii. Appellant
argues that the Exam ner continues to ignore the conplexity
and unpredictability of zoomlens construction with inmage

stabilization. Appellant argues that designing a multi-
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el enent | ens, such as a zoomlens or a fixed focal length

tel ephoto lens, is a difficult, conplex matter, requiring
designing a lens unit so as to provide appropriate refractive
power while controlling various types of aberration in order
to attain a high | evel of optical performance. Appell ant
points out that in zoomlenses, relative novenent of the |ens
unit during zoom ng creates serious aberration and aberration
variation problenms that do not occur in fixed focal |ength

| enses, and that these problens nust be solved if a high | evel
of optical performance is to be attained. Appellant points
out that unlike fixed focal length | enses, zoomlenses require
wel | - desi gned mechani cal structures to provide the necessary
rel ati ve novenent of the lens unit in zoom ng. Appell ant
argues that because of the fundanental differences between
zoom | enses and fixed focal length |l enses, it cannot be
assunmed that a particular teaching regarding fixed focal

I ength | enses are applicable to zoom | enses. Appellant argues
that this is especially true when the zoom | enses are five-
unit | enses designed to provide desired optical and physical
characteristics, and that the fixed focal length | enses are

two-unit, three-unit or four-unit | enses which are not
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designed to have those characteristics. Appellant argues that
there is no reason to conclude that one of ordinary skill in
the art aware of the four-unit, three-unit or two-unit fixed
focal length lenses in which mddle length units or a rear
lens unit are decentered for image stabilization would have
found it obvious to decenter the second lens unit of a
particular five-unit zoomlens in order to achieve effective
i mge stabilization, while nmaintaining desired optical and
physi cal characteristics. Appellant points out that the
specification discloses that the Appellant has di scovered that
it is necessary to decenter only the second of the five |lens
units. Appellant points out that the prior art has not
recogni zed that by decentering only the second of the five
lens units in a zoom |l ens enbodi mrent nmakes it possible to
retain the conpactness, excellent optical performance, | arge
zoomratio and ot her desirable characteristics of the five-
unit construction and yet to provide highly effective inage
stabilization.

The Federal Circuit states that "[t]he nere fact that the
prior art may be nodified in the manner suggested by the

Exam ner does not neke the nodification obvi ous unl ess the
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prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. CGr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Gr. 1984). It is further
established that "[s]uch a suggestion nmay conme fromthe nature
of the problemto be solved, leading inventors to look to
references relating to possible solutions to that problem™
Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d
1568, 1573, 37 USPQR2d 1626, 1630 (Fed. Cir. 1996), citing In
re Rinehart, 531 F.2d 1048, 1054, 189 USPQ 143, 149 (CCPA
1976) (considering the problemto be solved in a determ nation
of obviousness). The Federal Circuit reasons in Para-
Ordnance Mg. Inc. v. SGS Inporters Int'l Inc., 73 F.3d 1085,
1088-89, 37 USP@d 1237, 1239-40 (Fed. G r. 1995), cert.

deni ed, 519 U S. 822 (1996), that for the determ nation of

obvi ousness, the court nust answer whether one of ordinary
skill in the art who sets out to solve the problem and who had
before himin his workshop the prior art, would have been
reasonably expected to use the solution that is clained by the
Appel l ant. However, "[o0]bviousness may not be established
using hindsight or in view of the teachings or suggestions of
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the inventor." Para-Ordnance Mg., 73 F.3d at 1087, 37 USPQd
at 1239, citing W L. CGore, 721 F.2d at 1551, 1553, 220 USPQ
at 311, 312-313. In addition, our review ng court requires
the Patent and Trademark O fice to make specific findings on a
suggestion to conbine prior art references. |In re Denbiczak,
175 F.3d 994, 1000- 01,

50 USPQ2d 1614, 1617-19 (Fed. Cr. 1999).

Upon our review of Appellant's specification, we find
that on page 6 of the specification, Appellant discloses that
it is often the case with tel ephoto zoom |l enses that the first
lens unit is conprised of the largest lens unit and is
actually noved toward the object side during focusing.
Therefore, displacing the first lens unit in a direction
orthogonal to the optical axis thereof to thereby provide a
correcting optical systemfor vibration reduction results in
t he bul ki ness of the hol di ng mechani smand a driving
mechani sm and that this is not preferable. Appellant
di scl oses on page 7 of the specification that if a lens unit
like the third lens unit or the fifth lens unit which is
greatly noved along the optical axis during focal-1length

change is used as a correcting optical systemfor vibration

-9-



Appeal No. 1997-1766
Application No. 08/245, 033

reduction, the mechanismof the lens unit will becone
conplicated, and this is not preferable. Appellant also
di scl oses that for the sinplification of the mechanismof the
whol e five-lens system displacenent neans for effecting
vi bration reduction is provided in the second lens unit. On
page 20 of the specification, Appellant discloses that in each
of the enbodi nents, the second lens unit G is designed to be
novabl e al ong the direction substantially orthogonal to the
optical axis. Thus, Appellant clearly has disclosed that his
invention lies in the discovery of decentering only the second
group of lenses in the five-group lens of a zoom | ens system
Turning to the references, we note that Ogawa discl oses a
zoom | ens system having five separate lens units. However, we
note that Ogawa is conpletely silent as to the probl em of
preventing i mage shake or any neans for conpensating for such
i mge shake. Simlarly, we note that Ishii discloses a zoom
| ens system having five separate lens units. However, |[shi
is also silent to the problem of preventing i mage shake or
di scl osure to any nmeans for preventing i mage shake.
For the teachings of preventing inage shake, the Exam ner

has provided us with a variety of conbinations using Yanmazaki,
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Kitagi shi '602 and Maruyama. W note that none of these
references are concerned with zoomlens systens. Furthernore,
we note that none of the optical systens are concerned with a
five separate lens units.

Yamazaki discloses a three-unit, fixed focal |ength
tel ephoto | ens that noves the mddle lens unit in a direction
perpendi cular to the optical axis for inage stabilization.
Yamazaki does not teach a zoom | ens and does not even disclose
a five-unit |ens.

Mar uyama al so does not teach a zoom | ens and does not
even teach a five-unit lens. Mruyama teaches a four-unit,
fixed focal length tel ephoto I ens. Maruyanma teaches that the
second or third lens unit of the four-unit lenses is
decentered for inage stabilization.

Kitagi shi '602 discloses a two-unit, fixed focal length
tel ephoto | ens enbodi nent that noves the rear lens unit in a
direction perpendicular to the optical axis for inmage
stabilization and al so discloses a three-unit fixed focal
| ength tel ephoto |l ens that noves the mddle lens unit in the
direction perpendicular to the optical axis for inage

stabilization. W note that Kitagishi '602 discloses in
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colum 2, lines 60 through 63, that "though the enbodinent is
not illustrated in connection with the inage magnification
varying function, say the zoomlens, it is to be understood
that the present invention is applicable also to zoom | enses."
However, we note that Kitagi shi does not teach how the
application to zoom | enses woul d be done.

Upon our consideration of all the references as to what
they teach and suggest to those skilled in the art, we find
that the references suggest to those skilled in the art that
at best one would be able to apply a vibration reduction
device to a zoom |l ens system having five separate lens units.
However, the teachings as a whole would only suggest to those
skilled in the art that any one of these lens units may be
decentered. The art would not suggest to those skilled in the
art that it would be optimal to only decenter the second |ens
unit. As Appellant's disclosure supports, Appellant has
di scovered that it is only by decentering the second | ens unit
t hat one obtains the benefits as disclosed. Therefore, we
find that the Exam ner has failed to establish a prima facie
case that one of ordinary skill in the art would have nodified

either the Ogawa five-unit zoomlens or the Ishii five-unit
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zoom |l ens by applying a vibration reduction device for only
nmoving the second lens unit in a direction across the opti cal
axis. Furthernore, we note that the additional reference
Kitagishi '868 applied to reject claim7 does not provide this

m ssing piece as well.
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In view of the foregoing, we have not sustained the
rejection of clainms 1, 4, 7, 8 and 20 under 35 U S.C. § 103.
Accordingly, the Exam ner's decision is reversed.

REVERSED

M CHAEL R. FLEM NG
Adm ni strative Patent Judge

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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MRF: cl m
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Vorys, Sater, Seynour and Pease LLP
1828 L St., N W
El event h Fl oor

Washi ngton, DC 20036-5109
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